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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 5 and 8-9 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 5 recites the limitation "...a powdery catalyst ". It is not clear what 

the powdery catalyst denotes. For purpose of examination, the Examiner 
interpreting "powdery catalyst" is an active metal. 

Claims 8-9 recite the limitation "...the substrate...." There is insufficient 
antecedent basis for this limitation in these claims. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 1-10 are rejected under 35 U.S.C. 103 (a) as being unpatentable 
over Yokota et al. (US 4,625,063) in view of Mizumoto et al (US 4,631 ,263). 
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Regarding claims 1 and 10, Yol^ota et al. teaches a process of production 
a tertiary amine from an alcoliol or an aideliyde and a primary or second amine, 
using a catalyst of copper, nickel and a noble metal (Abstract, and claim 1). 

However, Yokota et al. fails to teach using a film-type catalyst. Mizumoto 
et al teaches a water-repellent catalyst suitable for gas/liquid reactions (such as 
in the production of a tertiary amine from an alcohol via hydrogen injection) 
comprising of a sheet or film-type carrier and a catalytically active component 
supported on at least one surface of carrier (abstract). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the film-type catalyst taught by Mizumoto et al. in the 
process of Yokota, motivated by the fact that Mizumoto et al. discloses that such 
film-type catalysts provide improved gas (H2) permeability and thus lead to better 
catalytic efficiencies (abstract, and col. 5, lines 15-16). 

Regarding claims 2-5, Mizumoto et al. discloses the catalytically active 
metal, which is carried on at least one surface of film (substrate) and has a 
thickness of 50 um to 50 A. A mean pore size of carriers has 0.1 to 10 um and a 
porosity of 50-95% (col. 3, lines 19-28). The ratio of the active metal to the total 
weight of carrier taught by Mizumoto is 0.1 to 10%wt. 

Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Yokota and Mizumoto as applied to claims 1-5 above, and further in view of 
Nishino et. al. (JP 55-149355). 
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Regarding claims 6, Mizumoto et a! discloses the carrier for the film-type 
catalyst comprising thermosetting polymer, such as polytetrafluorothylene as 
instant claim 6 (col. 3, lines 5-19). 

Regarding claim 7, although Mizumoto et al. does not specially teach 
using phenol resin, Nishino et al teaches a process of making a phenol resin 
supported oxidation catalyst. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to substitute polytetrafluorothylene 
of Mizumoto with phenol resin of Nishino. As both materials are equivalent as 
being thermosetting polymers, it would have a reasonable expectation of 
success. Therefore, the invention as a whole would have been prima facie 
obvious to one of ordinary skill in the art at the time the invention was made. 

Regarding claim 8-9, the Mizumoto illustrates an example of a catalyst 
prepared by arranging four sheets of catalyst diaphragms in parallel and the 
structure of support members can have pores, such as a fine-wire net, a lattice 
form plate, which encompasses the instant claims (FIG. 5, col. 3, lines 52 to 
col.5, lines 25). 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to YUN QIAN whose telephone number is 
(571)270-5834. The examiner can normally be reached on Monday-Thursday, 
10:00am -4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax 
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phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/J.A. LORENGO/ IVm QIAN/ 

Supervisory Patent Examiner, Art Unit 1793 Examiner, Art Unit 1793 



